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DETAILED ACTION 

Pending Claims 
Claims 1-20 are pending. 

Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which papers 
have been placed of record in the file. 

Election/Restrictions 

2. Applicant's election of: -NRiR 2 (species ofX), 1 (species of n), hydrogen (species of Ri), 
and hydrogen (species ofR2) in the reply filed on August 19, 2008 is acknowledged. Because 
applicant did not distinctly and specifically point out the supposed errors in the restriction 
requirement, the election has been treated as an election without traverse (MPEP § 818.03(a)). 

3. Claims 8-14 are withdrawn from further consideration pursuant to 37 CFR 1.142(b) as 
being drawn to a nonelected species, there being no allowable generic or linking claim. Election 
was effectively made without traverse in the reply filed on August 19, 2008. 

It should be noted that each species of X yields a patentably distinct sol. Furthermore, 
variables n, Y, R ls and R 2 yield multiple and even hundreds of variations (particularly when X is 
NR]R 2 ) of each patentably distinct sol. Applicant's discussion suggests that all of these 
embodiments are obvious variations of each other. In light of this, Applicant is encouraged to 
clarify the record regarding the obvious nature of these sol materials. 
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Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

5. Claims 1-7 and 15-19 are rejected under 35 U.S. C. 102(b) as being anticipated by Kron et 
al.(US 2002/0018900). 

Regarding claims 1-7 and 15-19 , Kron et al. disclose: (1) a hardener for curing of epoxy 
resins (paragraphs 0010-0012, 0027) which produces materials with high abrasion resistance, 
photostability and chemical resistance (paragraph 0038), characterized in that the hardener 
comprises a sol prepared by controlled hydrolysis and condensation of compounds of the type: 
(X-B-) n Si(-Y) 4 .„, 

where n = 1 (paragraphs 0019, 0042-0053, 0055, 0082, 0085-0086), X = NRiR 2 , both R h R 2 
being hydrogen (paragraphs 0019, 0042-0053, 0055, 0082, 0085-0086), and Y is chosen from 
hydrolisable groups such as alkoxy, carboxyl, and halogen (paragraphs 0019, 0042-0053, 0055, 
0082, 0085-0086); 

(2) characterized in that the hardener also comprises at least one UV-absorber (paragraph 
0037: see UV-stabilizer); 

(3) characterized in that the hardener also comprises at least one free radical scavenger 
(paragraph 0037: see oxidation inhibitor); 

(4) characterized in that the hardener also comprises at least one antioxidant (paragraph 
0037: see oxidation inhibitor); 
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(5) characterized in that the hardener also comprises at least one dye and/or pigment 
(paragraphs 0037, 0039: see colouring agents and dyes); 

(6) characterized in that the hardener also comprises at least one filler (paragraph 0037: 

see filler); 

(7) characterized in that the hardener also comprises at least one additive (paragraphs 
0037, 0039); 

(15) characterized in that more or less free amino groups at the surface of the particle- 
forming condensation product in the sol has been entirely or partly converted with reactive 
compounds such as epoxides, acid derivatives, blocked and non-blocked isocyanates and 
compounds of the type R-X where X is a suitable atom or atom group that may be replaced and 
R is an organic residue or a fraction of such residue (paragraphs 0027, 0055, 0082, 0085-0086); 
(16) characterized in that X is chosen among halogen, substituted or non-substituted alkoxyl, 
phenoxyl, amine, carboxylate, sulphonate, sulphinate, phosphonate and phosphinate {not 
required: scope open to any/full list of reactive compounds in claim 15); (17) characterized in 
that R is chosen among non-substituted saturated and unsaturated Q-C24 alkyl, substituted 
saturated or unsaturated Q-C24 alkyl, substituted or non-substituted aryl, aliphatic or aromatic 
carbonyl, wherein the carbon chains of said compounds may optionally include one or more of 
the elements nitrogen, sulphur, silicon and boron and groups chosen among condensation 
products of one or more type of chemical compounds such as acids, alcohols, phenols, amines, 
aldehydes and epoxides (not required: scope open to any/full list of reactive compounds in claim 
15); 
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(18) a cured epoxy material (paragraphs 0027, 0055, 0082, 0085-0086), characterized in 
that it is manufactured from an epoxy resin (paragraphs 0027, 0055, 0082, 0085-0086) and a 
hardener as defined by claim 1 (paragraphs 0019, 0042-0053, 0055, 0082, 0085-0086); 

(19) a method for curing epoxy resins, characterized in: 

i) producing a stable sol by controlled hydrolysis and condensation of silane compounds 
of the type: 

(X-B-) n Si(-Y) 4 . n , 

where n = 1 (paragraphs 0019, 0042-0053, 0055, 0082, 0085-0086), X = NRiR 2 , both R h R 2 
being hydrogen (paragraphs 0019, 0042-0053, 0055, 0082, 0085-0086), and Y is chosen from 
hydrolisable groups such as alkoxy, carboxyl, and halogen (paragraphs 0019, 0042-0053, 0055, 
0082, 0085-0086); and that 

ii) the sol, subsequent to possible storage, is mixed with an epoxy resin so that the latter 
is cured (paragraphs 0027, 0055, 0082, 0085-0086). 

6. Claims 1,5,7, and 15-19 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Hughes (US Pat. No. 5,786,032). 

Resardins claims 1,5, 7, and 15-19 , Hughes discloses: (1) a hardener for curing of epoxy 
resins (column 2, lines 17-36) which produces materials with high abrasion resistance, 
photostability and chemical resistance (Abstract), characterized in that the hardener comprises a 
sol prepared by controlled hydrolysis and condensation of compounds of the type: 
(X-B-) n Si(-Y) 4 _ n , 
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where n = 1 (column 3, lines 12-24; column 3, line 48 through column 4, line 59), X = NR4R2, 
both Ri, R 2 being hydrogen (column 3, lines 12-24; column 3, line 48 through column 4, line 
59), and Y is chosen from hydrolisable groups such as alkoxy, carboxyl, and halogen (column 3, 
lines 12-24; column 3, line 48 through column 4, line 59); 

(5) characterized in that the hardener also comprises at least one dye and/or pigment 
(Abstract); 

(7) characterized in that the hardener also comprises at least one additive (Abstract; 
column 3, lines 32-37); 

(15) characterized in that more or less free amino groups at the surface of the particle- 
forming condensation product in the sol has been entirely or partly converted with reactive 
compounds such as epoxides, acid derivatives, blocked and non-blocked isocyanates and 
compounds of the type R-X where X is a suitable atom or atom group that may be replaced and 
R is an organic residue or a fraction of such residue {scope open to any reactive compound - see 
"such as"); (16) characterized in that X is chosen among halogen, substituted or non-substituted 
alkoxyl, phenoxyl, amine, carboxylate, sulphonate, sulphinate, phosphonate and phosphinate {not 
required: scope open to any/full list of reactive compounds in claim 15); (17) characterized in 
that R is chosen among non-substituted saturated and unsaturated Q-C24 alkyl, substituted 
saturated or unsaturated C1-C24 alkyl, substituted or non-substituted aryl, aliphatic or aromatic 
carbonyl, wherein the carbon chains of said compounds may optionally include one or more of 
the elements nitrogen, sulphur, silicon and boron and groups chosen among condensation 
products of one or more type of chemical compounds such as acids, alcohols, phenols, amines, 
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aldehydes and epoxides {not required: scope open to any/full list of reactive compounds in claim 
15); 

(18) a cured epoxy material (column 2, lines 17-36; column 3, line 48 through column 4, 
line 59), characterized in that it is manufactured from an epoxy resin (column 2, line 66 through 
column 3, line 11; column 3, line 48 through column 4, line 59) and a hardener as defined by 
claim 1 (column 3, lines 12-24; column 3, line 48 through column 4, line 59); 

(19) a method for curing epoxy resins, characterized in: 

i) producing a stable sol by controlled hydrolysis and condensation of silane compounds 
of the type: 

(X-B-) n Si(-Y) 4 .„, 

where n = 1 (column 3, lines 12-24; column 3, line 48 through column 4, line 59), X = NR1R2, 
both Ri, R 2 being hydrogen (column 3, lines 12-24; column 3, line 48 through column 4, line 
59), and Y is chosen from hydrolisable groups such as alkoxy, carboxyl, and halogen (column 3, 
lines 12-24; column 3, line 48 through column 4, line 59); and that 

ii) the sol, subsequent to possible storage, is mixed with an epoxy resin so that the latter 
is cured (column 2, lines 17-36; column 2, line 66 through column 3, line 11; column 3, line 48 
through column 4, line 59). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 2-4 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hughes 
(US Pat. No. 5,786,032) in view of Kron et al. (US 2002/0018900). 

Regarding claims 2-4. and 6 , the teachings and analogous relationship of Hughes and 
Kron et al. are set forth above and incorporated herein. Hughes discloses the use of some 
additives; however, he fails to explicitly disclose: (2) wherein the hardener also comprises at 
least one UV-absorber; (3) at least one free radical scavenger; (4) at least one antioxidant; and 
(6) at least one filler. 

The teachings of Kron et al. demonstrate that these additives are recognized in the art as 
suitable additives for this type of composition (yielding a scratch-resistant coating). In light of 
this, it has been found that the selection of known material based on its suitability for its intended 
use supports a prima facie obviousness determination - see MPEP 2144.07. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to include the instantly claimed additives in the composition of Hughes because the 
teachings of Kron et al. demonstrate that these additives are recognized in the art as suitable 
additives for this type of composition (yielding a scratch-resistant coating). 

9. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hughes (US Pat. 
No. 5,786,032) or Kron et al. (US 2002/0018900). 

Regarding claim 20 , the teachings of Hughes and Kron et al. are as set forth above and 
incorporated herein. Both references fail to explicitly disclose: (20) wherein unwanted reaction 
products from step i), such as alcohols and water, are removed from the sol prior to step ii). 
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However, this step merely represents a purification of the "hardener". In light of this, it has been 
found that the purification of an old product is prima facie obvious. Furthermore, the skilled 
artisan would have readily recognized that the removal of these materials, especially water, 
would have provided some shelf-stability to this hydrolysis/condensation product. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to remove unwanted reaction products from the "hardener" in Hughes and Kron et al. 
because this removal merely represents a purification of the "hardener". Furthermore, the skilled 
artisan would have readily recognized that the removal of these materials, especially water, 
would have provided some shelf-stability to this hydrolysis/condensation product. 



Double Patenting 

10. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 
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Claims 1-7 and 15-17 are provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over the combined limitations of claims 1-17 of 
copending Application No. 1 1/578,078 (US 2007/0290176). Although the conflicting claims are 
not identical, they are not patentably distinct from each other because: the copending claims 
disclose the instantly claimed "hardener" as component "d". Furthermore, the use of the 
instantly claimed additives in concert with this "hardener"/" d" would have been obviously 
envisaged in light of the specification (see paragraph 0063 of the pre-publication) - See: In re 
Vogel, All F.2d 438, 441-42, 164 USPQ 619, 622 (CCPA 1970); MPEP 804, II, B, 1. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

1 1 . Claims 1-4, 7, and 15-20 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over the combined limitations of claims 
1-24, 26, and 27 of copending Application No. 1 1/578,470 (US 2007/0260030). Although the 
conflicting claims are not identical, they are not patentably distinct from each other because: the 
copending claims disclose the instantly claimed "hardener" (also method of making and method 
of using) as a "particulate, polybranched organic/inorganic hybrid polymer". Furthermore, 
copending claim 27 (use of said material for crosslinking thermoset plastics) obviously embraces 
epoxy resins, which is a commonly recognized thermosetting material. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 
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12. Claims 1-4, 7, and 15-20 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over the combined limitations of claims 
1, 2, and 4 of copending Application No. 1 1/578,471 (US 2008/0039607). Although the 
conflicting claims are not identical, they are not patentably distinct from each other because: the 
copending claims disclose the instantly claimed "hardener" (also method of making and method 
of using) as a "particulate, polybranched organic/inorganic hybrid polymer". Furthermore, 
copending claim 4 (use of said material for crosslinking thermoset plastics) obviously embraces 
epoxy resins, which is a commonly recognized thermosetting material. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 
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Communication 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael J. Feely whose telephone number is (571)272-1086. The 
examiner can normally be reached on M-F 8:30 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Y. Pyon can be reached on 571-272-1498. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Michael J Feely/ 

Primary Examiner, Art Unit 1796 



September 29, 2008 



